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•	 Permit the two-month time period to run until the 
later of:
•	 July 31, 2020; or
•	 The expiration of the two-month period

•	 Waive the petition fee as long as the petition states 
the failure to timely file was due to the COVID-19 
outbreak 

For many applicants, the COVID-19 pandemic may have 
halted certain testing, trials, development, investments, 
and other invention related activities that may have pro-
longed the decision to file a non-provisional patent ap-
plication in the U.S. This prolongation may have resulted 
in a decision to not file a non-provisional patent applica-
tion or not claim the earlier filing dates in the U.S. due to 
the periods. Now an applicant is granted further time at 
no cost should the pandemic have affected their ability  
to file a non-provisional patent application.

To receive the latest legal and legislative information 
straight to your inbox, subscribe here.

According to U.S. patent law, the first inventor to file 
a patent application with the United States Patent 
and Trademark Office (USPTO) will receive the patent. 
Therefore, it is extremely important for applicants to 
receive an earlier filing date than another applicant fil-
ing a patent application for the same invention. 

In certain circumstances, the USPTO allows an  
applicant filing a non-provisional patent application 
to claim priority (original filing date) of a foreign filed 
patent application or a provisional patent applica-
tion. The non-provisional patent application seeking 
priority must be filed within 12-months of the prior 
foreign patent application or the provisional patent 
application (or six-months for design patent applica-
tions claiming foreign priority). Typically, if the appli-
cation is not filed within the time period, U.S. patent 
law permits an applicant two more months to file a 
non-provisional patent application seeking priori-
ty to or benefit of a prior-filed foreign or provisional  
patent application. See 37 CFR § 1.5(c) or 1.78(b). 
The two-month additional time is only if the de-
lay in filing the application seeking priority was  
unintentional. A petition fee is also required. 

However, due to the COVID-19 pandemic, the USPTO is 
granting further relief for those seeking priority. For any 
non-provisional patent application seeking priority of  
a prior-filed foreign application for which the 12-month 
time period (or six-month time period for design pat-
ent applications) or a provisional patent application for 
which the 12-month time period ended between, and 
inclusive of both, March 27, 2020 and July 30, 2020, the 
USPTO will:

Client Alert
Business Information for Clients and Friends  
of Shumaker, Loop & Kendrick, LLP

This is a publication of Shumaker, Loop & Kendrick, LLP and is  
intended as a report of legal issues and other developments of  
general interest to our clients, attorneys and staff. This publication is not 
intended to provide legal advice on specific subjects or to create an  
attorney-client relationship.

shumaker.com

https://www.shumaker.com/client-resource-center
http://www.shumaker.com
https://www.linkedin.com/company/shumaker-loop-&-kendrick-llp/
https://twitter.com/SLKLAW
https://www.facebook.com/ShumakerLoopKendrick/timeline
https://www.youtube.com/user/slklaw
https://www.instagram.com/shumakerlaw/

